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I. INTRODUCTION

In Dastar Corp. v. Twentieth Century Fox Film Corp.,' the Supreme
Court examined the intersection between copyright and trademark law.
In particular, the Court addressed whether the Lanham Act’ prohibited
unaccredited copying of a work in the public domain.’ With this
decision, the Court enunciated a clear rule regarding the use of works in
the public domain and clarified the distinction between copyright and
trademark law." The essence of the decision is that individuals are free to
use materials in the public domain without attributing those materials to
the original source.” The Supreme Court recognized that a creative
work, like a river, flows from many sources, and that the Lanham Act
does not require a user of public domain works to “search for the source
of the Nile and all its tributaries” to properly attribute all contributors to
the work.”

Previously, an author of a work in the public domain could demand
attribution in a new work that incorporated his work." Authors were
able to do this by claiming reverse passing off, a violation of the Lanham
Act.” Reverse passing off consists of selling a product on which you have
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either replaced, or rendered unreadable, the marks identifying the true
origin of the product.” In this context, a reverse passing off claim would
arise when an author incorporates a public domain work into a new work
without attributing the author of the public domain work. This
interpretation of the Lanham Act required attribution of public domain
works which made it illegal “to misappropriate or profit from another’s
talent and workmanship.”"' Extending Lanham Act protection for talent
and workmanship created a conflict with copyright law, which was
already responsible for such protection.” To eliminate this overlap, the
Court clarified the differences between copyright law and trademark law.
In so doing, it held that trademark law, unlike copyright law, was not
intended to protect originality or creativity; instead, it was created to
protect consumers from unfair practices.”

Various commentators hailed this decision. For instance, a lawyer
for the American Library Association lauded the decision for “removing
a cloud that has been hanging over libraries and authors who use
preexisting materials.”"* Professor Eugene Quinn was pleased with the
decision’s ability to convey what the federal courts have tried to for
several years: that “trademark law cannot be used as a subterfuge to
extend the limited exclusivity enjoyed by copyrights and patents.””

After examining the factual background of Dastar in Part 11, Part 111
analyzes the state of the law prior to the Court’s decision. Part I'V details
the Supreme Court’s decision and implications. Finally, Part V examines
Dastar’s implications for the future.

II. FACTUAL AND PROCEDURAL BACKGROUND

In 1948, General Dwight D. Eisenhower wrote a book about the
Allied Campaign in Europe during World War IL" Doubleday
Publishing purchased his book, Crusade in Europe.” Doubleday
copyrighted the book and sold the exclusive television rights to
Twentieth Century Fox Film Corporation (“Fox”)." Fox then hired
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Time Inc. (“Time”) to create the corresponding television series,
Crusade in Europe, which consisted of twenty-six episodes first broadcast
in 1949.” Fox copyrighted this television series.” While Doubleday
renewed the book’s copyright in 1975, Fox failed to renew the television
series’ copyright, allowing the series to enter the public domain in 1977.*

In 1988, Fox repurchased the television rights to Crusade in
Europe.” Furthermore, Fox purchased the exclusive right to distribute
Crusade in Europe on videotape and the ability to sub-license the right to
distribute the videotape to other companies.” Fox then contracted with
SFM Entertainment (“SFM”) and New Line Home Video Inc. (“New
Line™), giving them the exclusive right to distribute the videotape.”” SFM
restored the negatives from the original television series and repackaged
the series on videotape. ” New Line then sold the videotapes to the
public.”

Then in 1995, Dastar Corporation (“Dastar”) purchased copies of
the original television series, which was now in the public domain.”
Dastar copied those tapes and edited them into a new videotape series,
which it named World War II: Campaigns in Europe’ Other than
altering the opening and closing sequences, the content of the videos was
essentially the same.” Dastar sold these videotapes for significantly less
money than New Line’s licensed copy of the original television series.”
Neither Crusade in Europe the television series, nor the book it was
based upon received attribution or credit in the Campaigns in Europe
tapes or packaging.”

New Line, SFM, and Fox sought to avoid competing with the less
expensive and unlicensed Campaigns in Europe. To protect their
interests, the trio filed suit in federal district court alleging, inter alia, that
the Dastar videotapes violated federal trademark law.” In an
unpublished opinion, Judge Florence-Marie Cooper of the United States
District Court for the Central District of California granted summary
judgment in favor of Fox.” The Ninth Circuit affirmed the judgment on

the Lanham Act claim.* The U.S. Supreme Court granted certiorari as
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to whether the Lanham Act prohibited the unaccredited copying of a
public domain work.”

III. THE CIRCUIT SPLIT

The competitive practice at issue in Dastar was reverse passing off,”
also known as reverse palming off. Reverse passing off occurs when
someone without authorization removes or obscures the original
trademark on a product and sells the product either unbranded, or with a
mark other than the original trademark.” This “includes situations in
which a defendant markets another’s product that has been only slightly
modified and then relabeled.” Behavior of this type violates § 43(a) of
the Lanham Act’s prohibition on causing confusion, mistake, or
deception regarding the origin of a good.”

In the past, reverse passing off claims provided protection when
copyright remedies were unavailable to the author of the original work.”
In some courts, the standard necessary to prove reverse passing off
originated from the standard necessary to prove copyright infringement."
When the Ninth Circuit decided Dastar, the circuits were divided as to
whether copying the creation of another without proper attribution was
enough to trigger Lanham Act liability under § 43(a)."

In deciding Dastar, the Ninth Circuit followed the rules set forth in a
line of cases beginning with Smith v. Montoro. In Montoro, the court
allowed an actor to proceed with a reverse passing off claim against a
film distribution company.” The film distributor removed the actor’s
name from the film’s credits and advertising, and put another name in its
place.” The court found that “[a]s a matter of policy, such conduct, like
traditional palming off, is wrongful because it involves an attempt to
misappropriate or profit from another’s talents and workmanship.”®
From then on, the Ninth Circuit has held that a “bodily appropriation” of
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another’s work is enough to trigger § 43(a) liability.” The Ninth Circuit
took its definition of bodily appropriation— “copying or unauthorized
use of substantially the entire item”"' —from copyright law and applied it
to trademark law. *

The Second Circuit required a less rigorous “substantial similarity”
test.” The substantial similarity test called for comsparing the similarities
between two works, not counting the differences.” This standard “[is]
essentially the ‘substantial similarity’ standard used to show copyright
infringement . . . [The court found] this standard an appropriate one for
determining false designation of origin under the Lanham Act.””" Other
circuits, however, have found that proof of copying alone is not enough
to trigger trademark liability.”

IV. THE SUPREME COURT DECISION

The Supreme Court granted certiorari in Dastar to resolve the issue
of “whether § 43(a) of the Lanham Act, 15 U.S.C. § 1125(a), prevents the
unaccredited copying of a work.” The Court resolved the issue with an
8-0™ decision handed down in June 2003.” In its opinion, the Supreme
Court reversed the Ninth Circuit’s decision and held that trademark law
does not prevent the unaccredited copying of an uncopyrighted work.

Justice Scalia, writing for the Court, refused to extend the Lanham
Act to include the copying of public domain works without attribution to
the original author. He stated that extending the Lanham Act in that
manner would “create[] a species of perpetual . . . copyright, which
Congress may not do.”” In ruling that unaccredited copying of public
domain works was not within the purview of § 43(a), the Court examined
the purpose of § 43(a) and the meaning of the word “origin” within the
statute.
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“The Lanham Act was intended to make ‘actionable the deceptive
and misleading use of marks,” and ‘to protect persons engaged in...
commerce against unfair competition.””” However, the Lanham Act is
not expansive enough to cover every possible variation of unfair trade
practice.” Rather, it applies only to the unfair trade practices specified in
the text of the Act itself.”

The specific unfair trade practice which Dastar was charged with
was reverse passing off. The essence of Fox’s claim was that, by
removing Fox’s name from the Dastar video, Campaigns in Europe,
Dastar had made a false or misleading representation as to the origin of
the video.” Fox, however, could have easily protected its interest in
Crusade in Europe by renewing its copyright. Fox would then have had a
strong possibility of proving that Campaigns in Europe infringed the
copyright for Crusade in Europe, the television series.”" Lacking the
ability to pursue copyright claims on the television series, Fox attempted
to use trademark law to protect its rights in the Crusade in Europe
videotape set.

Protection from reverse passing off comes from § 43(a) of the
Lanham Act.” Specifically, it arises from the Lanham Act’s prohibition
of false or misleading designations of a work’s origin.” Under the
Lanham Act, “origin” covers both the product’s geographic origin and
the origin of production.” Fox argued that the term “origin” was
expansive enough to cover both the manufacturer of the item and the
origination of the idea behind the item.” The Court completely rejected
that argument, finding that “the most natural understanding of the
‘origin’ of ‘goods’. .. is the producer of the tangible products sold in the
marketplace . ...”" In fact, it held that the phrase ““origin of goods’ is . .
. incapable of connoting the person or entity that originated the ideas or
communications that ‘goods’ embody or contain.”” The Court even
went so far as to state that consumers do not care about an idea’s origins
and that the Lanham Act need not protect consumers from things with
which consumers are not concerned.”

Another argument rejected by the Court was that communicative
products such as books and videotapes should have more extensive
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62. Catherine Romero Wright, Reverse Passing Off: Preventing Healthy Competition, 20
SEATTLE U. L. REV. 785,789 (1997).

63. Kwall, supra note 9.

64. Dastar Corp., 539 U.S. at 29.
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trademark protection.” Central to this argument is the notion that
consumers purchase communicative products because they are more
interested in the originator of the idea than in the manufacturer of the
product.” For example, the purchaser of a Tom Wolfe novel is probably
not concerned about which publishing house physically created the book,
but likely cares very much whether the work was actually written by Tom
Wolfe." The Court refused to create a special class of trademark law to
handle the special problems of communicative products because it felt
that copyright law already addressed the special needs of communicative
products.”

Dastar claimed it had the right to use the footage from Crusades in
Europe without attribution because the television series was in the public
domain.” In 1977, the copyright for Crusades in Europe, the television
show, expired.” Dastar argued that once a copyright expires, the
material passes into the public domain wherein it is free to be used by the
public in any manner whatsoever.” The Court agreed with Dastar,
stating that:

unless an intellectual property right such as a . .. copyright protects
an item, it will be subject to copying. The rights of a . .. copyright
holder are part of a “carefully crafted bargain,” under which, once
the . .. copyright monopoly has expired, the public may use the . ..
work at will and without attribution. Thus, in construing the
Lanham Act, we have been “careful to caution against misuse or
over-extension” of trademark and related protections into areas
traditionally occupied by . . . copyright.”

The Court further noted that the public domain was important as a
baseline, allowing people to know how far they are required to go back
in time when citing a work that relies on prior works. Without this
baseline, the Court felt there would be “no discernible limits” in
attributing the originators of a work.” The lack of discernible limits
would require authors of creative works in the future to go on massive
scavenger hunts for contributing works.”

69. Id. at33.

74. 1d.

75.  Seeid. at 33.

76. Id. at 33-34 (citations omitted).

77. Id. at35.

78. Id.
A video of the MGM film Carmen Jones, after its copyright has expired, would presumably require
attribution not just to MGM, but to Oscar Hammerstein II (who wrote the musical on which the film
was based), to Georges Bizet (who wrote the opera on which the musical was based), and to Prosper
Merimee (who wrote the novel on which the opera was based). In many cases, figuring out who is in
the line of “origin” would be no simple task.

Id.
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The footage at issue in Dastar was illustrative of this problem. Fox
commissioned Time to obtain the footage for the documentary.” Time,
however, did not shoot the film used for the documentary series.”
Instead, Time obtained footage taken by the United States Army, Navy,
and Coast Guard; the British Ministry of Information and War Office;
the National Film Board of Canada; and various unidentified “Newsreel
Pool Cameramen.”" If users of this public domain footage were required
to attribute all of the originators, then each of these organizations would
require acknowledgement, along with any other person or entity that
helped to create the footage. Requiring attribution for every party who
contributed to a work could quickly become unwieldy.

Crediting the originators of a work could also cause more legal
difficulties. For example, it could be a trademark violation to attach the
original creator’s name to a new product because it could imply that the
original creator was involved with the new product.” This would place
producers in a strange bind: if they attributed the original product that
was used to create their new product, then they could possibly be sued
under the Lanham Act for implying “sponsorship or approval” of the
new work.” On the other hand, if Fox had prevailed in this suit, the
producer of the new product could be liable for not attributing every
contributor.

V. CONCLUSION

This case clarifies the rights and responsibilities of authors. The
Court has created a bright-line rule requiring proper attribution only for
the use of works outside of the public domain. It is now unambiguous
how much attribution is necessary to escape a claim of reverse passing
off. The public domain is an appropriate dividing line between material
that needs attribution and material that may be used without attribution.
Thus, authors will have an easier time determining if they must give or be
given attribution for a particular work. The number of Lanham Act
claims for improper attribution will likely decrease because the Lanham
Act can no longer serve as a substitute for copyright protection.™
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