MARKMAN MISSES THE MARK,
MISERABLY

Edmund J. Sease*

“When 1 use a word,” Humpty Dumpty said, in rather a scornful
tone, “it means just what I choose it to mean—neither more nor less.”
“The question is,” said Alice, “whether you can make words mean so
many different things.”

“The question is,” said Humpty Dumpty, “which is to be master—
that’s all.”

1. THE ISSUE

The United States Supreme Court’s decision in Markman v.
Westview Instruments’ has dramatically changed the stage for patent
litigation, especially jury trial patent litigation. A patent document filed
with the U.S. Patent and Trademark Office (“the PTO”) ends with a
series of claims that defines the metes and bounds of the intellectual
property right from which other inventors are to be excluded.’ Likening
these claims to clauses in a contract, the Court in Markman stated that
the interpretation of these claims is to be in the exclusive province of the
court, not the jury." As a result, claim interpretation of patents is now
normally done in a separate hearing outside the presence of the jury,
known as a “Markman hearing.”” Most often, the hearing is based only
upon briefing and intrinsic evidence, which includes the transactional
documents leading up to the issuance of the patent and, occasionally,
dictionary or treatise definitions of words.” It is in the discretion of the
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trial court whether to accept evidence (i.e., extrinsic evidence in the form
of expert testimony) in a Markman hearing.” Nearly every patent case
now has a Markman hearing for claim construction at some point in the
proceedings, followed by the usual motion for summary judgment, and,
in the end, a trial.® The result is that disputes over claim terminology are
now decided by judges, not juries.

The Court of Appeals for the Federal Circuit has held that claim
construction is a legal question, reviewable de novo.” However, a trial
court’s interpretation of claim terms in a Markman hearing cannot be
placed before the Federal Circuit on an interlocutory basis.” Therefore,
patent cases often are tried on incorrect claim interpretations, which
results in a high percentage of appellate reversals." This system is flawed
and based upon an erroneous assumption: that courts of general
jurisdiction have special expertise in interpreting patent documents.
Markman also increases the cost and burden of already expensive patent
litigation, dramatically changes the scope of and process for deciding
patent cases, and could impinge on the Seventh Amendment right to a
jury trial. The Markman experiment of the last nine years should be
declared a failure.

II. THE OLD WAY IS BETTER

Any changes that take patent litigation out of the mainstream of the
normal litigation process are detrimental to the legal system. For
example, in an ordinary contract case, lawyers, judges, and juries
experience minimal evidentiary problems because extrinsic evidence is
admissible only when the contract terms are ambiguous.” Otherwise, the
court simply instructs the jury as to the meaning of the contract term in
dispu‘[e.13 The jury, in turn, decides whether the term has been
breached."”

Why not have the same rule in a patent case? It used to exist.” In
McGill v. John Zink & Co., an invention related to a chemical process
required meaning to be given to the claim phrase “recovered liquid
hydrocarbon absorbent.”” The dispute centered on the meaning of the
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term “absorbent.”” If it meant one thing, the patent was infringed;
another, and it was not. Ordinary tools of claim construction—such as
examination of the transactional documents, the patent specification,
differentiation of patent claims, and expert witness testimony—were
used.” 1In particular, each party called its own technical expert to
testify.” The jury was allowed to hear all the evidence and then decide
what the term “absorbent” meant factually in the context of the
invention.” This was the state of the Federal Circuit in 1984.

Since Markman in 1996, juries are no longer allowed to determine
the meaning of a patent claim. To illustrate, a trial court may hold a
separate and distinct Markman hearing on a claim at a point in the
litigation that it sees fit. The court hears arguments from counsel, invites
briefs from counsel, and, if it so chooses, listens to extrinsic evidence;
against this background, the court then decides what the disputed claim
means. This might imply that the defendant is virtually certain of
prevailing on summary judgment if its claim construction is accepted. If
not, it may mean the patent case will go to a jury since infringement is a
question of fact.”

Thus, Markman shifts one of the defining decisions of a patent case
from the jury to the judge. Judge Mayer of the Federal Circuit has long
recognized this. Beginning with the Markman decision itself, he
consistently has failed to join majority Federal Circuit decisions that take
this infringement issue away from the jury.” He characterizes it as an
ing)ingement on the Seventh Amendment right to a jury trial, which it
is.

III. MARKMAN AFTER NINE YEARS

Markman has been law for nine years, resulting in specific local
rules on patent cases being adapted to include Markman hearings.”
Defendants ask the court to define almost every word in the patent
claims at issue.” In effect, Markman has encouraged defendants to
rewrite patent claims to the point where the construed claim hardly
resembles the claim allowed by the PTO during prosecution. No such
rewrites should be allowed. Instead, patent claims should be like the Ten
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Commandments—cast in stone, unalterable. How did the law change?
What has gone so wrong? Why has the right to a jury trial on an
admitted factual question of infringement been so diluted? The majority
of the blame falls on the Supreme Court’s Markman decision. It
represents an experiment which time has proven a failure.

Most important, yet often forgotten, are the individual rights of
inventors. The Constitution specifically protects those rights,” and
remains silent on patent claims. Inventors do not invent patent claims;
instead, they invent tangible things—machines, processes, plants, etc.—
created to better the useful arts. Claims are but symbols that represent
those inventions. To the extent courts focus on the symbols, rather than
on the merits of the invention, they frustrate the constitutional purpose
of patents.

Patent litigation has become notoriously expensive. A recent
American Intellectual Property Law Association survey shows that the
garden-variety patent case incurs attorneys’ fees of at least one million
dollars.” A case of any substance or size normally has larger fees,
typically within the range of one to two million dollars.” These ever-
escalating costs are, in part, a result of requiring a separate Markman
hearing, followed by discovery, the inevitable summary judgment
motions, and, finally, a trial. Plaintiffs must prevail twice before they
ever have a chance for a judgment! Also, as previously discussed, claim
construction is not normally a matter available for interlocutory appeal.
The trial court cannot be certain about its Markman hearing decisions
until the entire case is tried and appealed. Moreover, while many
quibble about the statistics, somewhere between 40 and 60 percent of the
district courts’ claim construction decisions via Markman hearings are
reversed by the Federal Circuit.” Trial courts, therefore, do not find
Markman particularly helpful, but rather one more burden on their very
busy dockets.

IV. SKILLFUL TRIAL JUDGES

Skillful trial judges can simply avoid Markman by correctly hiding
behind the Seventh Amendment right to a jury trial. This point can be
illustrated by one of my cases heard in the Northern District of Illinois.
Under the facts, the patent concerned defibrillator pads requiring that
stannous chloride be “affixed to the tin.” These pads are used to give an
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electrical shock to a person suffering a heart attack. The plaintiff
contended that stannous chloride “affixed to the tin” could mean
physically bonded, whereas defendant contended that it must be
chemically bonded to infringe. A Markman hearing was dutifully held.
The trial court, crafting its conclusion after a one-week Markman
hearing, determined that “affixed” had no special meaning and that it
was for the jury to determine whether the stannous chloride of
defendant’s structure was, in fact, “affixed to the tin.” The jury was so
instructed. The case was never appealed, but consider that jury
instruction if it had been. The court held that “affixed” is a question of
fact. Was the trial court correct that the issue was not a question of law
or claim construction at all, but one of fact to be answered in the context
in which the word was used in the patent? Do the trial court’s actions
not make perfect sense? Was the trial court likely to be affirmed on
appeal, knowing that everybody agrees infringement is a jury question?
Why did this judge stick his neck out? Most will not. The result of most
Markman hearings is wasted effort and expense, as well as generalist
judges opining on the meaning of words in scientific disciplines with
which they have no familiarity. As Judge Learned Hand said, in the
context of generalist judges deciding the mixed fact/law question of
obviousness of inventions, “We do not see how such a standard can be
applied at all except by recourse to the earlier work in the art.... To
judge on our own ... is to substitute our ignorance for the acquaintance
with the subject of those who are familiar with it.”* His straightforward
argument persuades that the meaning of scientific-based words should be
determined in the context of their use in the art, not in the vacuum of
judicial chambers.

Why has Markman caused so much trouble? I was first confronted
with Markman at the beginning of a trial set to start days after the
hearing. Nine years later, in 2004, I appeared in front of the same judge
for another Markman hearing. To quote him (anonymously), “Markman
is of no help to me.” Why is it that a federal judge would say Markman is
of no help? It is because Markman is based on the false premise that
judges have more expertise in interpreting patent claims than experts in
the art. In fact, they have less. Almost all judges would say they would
benefit from knowing what the words mean in the context of the art in
which they are spoken. For example, everyone knows the word “battle”
means one thing in defining a chess match and another in war. Yet the
Federal Circuit tells these judges that, in most cases, the intrinsic
evidence is enough to decide what words mean, leaving them to do so in
that vacuum. Judges easily are able to interpret words in ordinary
commercial contracts because they are familiar with them. Their law
school education and life experiences make them familiar with those
words. However, the word “affixed,” such as a seal affixed to a
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document, has a meaning in everyday language that may be totally
different from the meaning of “affixed” in the context of a chemical
patent relating to defibrillation electrodes! Therein lies another false
premise of Markman: words have just one true meaning. Words simply
have no meaning except in the context of their use.” Distinguished jurist
Justice Roger Traynor of the California Supreme Court recognized these
essential points in the context of contract interpretation long ago. He
declared that the plain meaning rule is “a remnant of a primitive faith in
the inherent potency and inherent meaning of words.””

Consider, for example, the exclamatory declaration “Oh!”.
Depending upon inflection and context of use, it can be an expression of
surprise, cynicism, or doubt. Is it any wonder that patent lawyers find
common words of everyday language to fight about in every patent
claim? Even in Markman itself, the word of dispute was hardly
sophisticated. One side said “inventory” in the context of a dry cleaner’s
system referred to clothing inventory, and the other side urged invoice
inventory.” This is a classic example of why Markman simply does not,
cannot, and will not ever work. Who better than a jury, after hearing
experts explain the word in the context of the art, to decide? They will
have heard a direct examination and cross-examination, observed
witness demeanor, and applied their own common sense.

The Federal Circuit is now in the process of deciding en banc
another case, Philips v. AWH Corp.,” that will allow it to revisit some of
the claim construction rules spawned by the 1996 Markman decision.
The court should take advantage of this opportunity to provide a strict
limit to Markman in order to uphold the sanctity of the Seventh
Amendment right to a jury trial. Anything less will jeopardize the
constitutional rights of inventors and will perpetuate the current
mindless and endless litigation over the meaning of words. An
enlightened new Federal Circuit ruling would promote the point of Lewis
Carroll’s Humpty Dumpty: “When I use a word, it means just what I
choose it to mean, neither more nor less.”
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